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a a « ronnpsted in the communications filed 
The application has been amended » ^rf, claims 23 and 121- 

September 9, 2002. Accordingly, claims 167- 169 » 48 52 . 56i 67 . 63 , 68, 69, 

n ■ „ 22 24-30 32 41-51, 53, 55, 57, 58, 63-87, 89, 98-111, 116, 117, 119, 
120 and "ailef ^consideration in this Office ado, 

■ , ■ .„ «40 52 54 56,59-62,88,90-97,112-115, 
This application contams cla,ms 3 y» 40 5A . No. 8. A comp ete 

sHst: &x s^jsrs of nonelec,ed claims or 

appropriate action (37 CFR 1.144) See MPEP § 821.01. 

The disclosure is objected to because J— J 2Q degfee for 

(i) Page 90, ne 20, ^™ te *^™; U „ 9 of centrtugation experiment 
four hours" is not adequate aescnp 1 rotor of 

In order for the above desc nption to be ad £^ d ^ Wentfled . 

,he centrifuge or *° G ™ m{n ^^^l™ e G-force, one of 
in the absence of the description of the or on ^ 
ordinary skill in the art would not be able to reprou 
described. mmeriment on page 96, line 14 are not 

Appropriate correction is required. 

Applicanttrave.^^ 
the art would know what is meant by a micro 

to disclose nay primer. 

Applicant's arguments ,ed 9/9/02 have been fu „y considered but they are not 

deemed to be persuasive for the following are known as ma ny centerfuge. 

m There are many instruments on ^ m arket wnia n ft Qr {hQ Q _ 

0) Applicant should identify the centerf ^ n a ^ results. 

force which is required of a specific enzyme 

(2) The experiment on page 96 s d. rectec Ho ^M ^ ^ ^ tQ repeat ^ 

* named 9N2 (3-glycos.dase. In ortej for an ora. ry tQ ^ either ^ 

disclosed experiment one of ordinary ^Mn J he an w ^ ^ 

sequence of said above objections to the 

For the above reasons, applicant is requirea xo o 

specification. 
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Cairn 1. and 76 are objected to urK* ZZ^^^ t 
form because the claim states an improper Markup group v substantia | struct ural 

a MaLsh group must '(1) **%£!^*£*!%%&P S 803.02.) The various 
feature disclosed as being ^sentel to that uWrty. K ^ activities ^ 

^d^^ -re — for the stated 

utility. 

Claim 21, 82, 156, and 165 are «^^^ 1 fflSSS! 
improperformbecausethecla™^ sha P re a substantial 

^m^^^= is reguired tor the stated 

utility. 

♦ haT thP claims are proper Markush group and cite MPEP <3 
Applicant argues that the claims are h h 

2173.05(h). 

Applicants arguments « 9/9/02 have been .fully —re d but the V , „ deemed 
,o be pa«y persuasive «ardto The arguments are no. 

Claim 138 has been amended to place :the claim in pr p ^ ^ The 

deemed to be persuasive wrth regard to claims 16 21 . 7 ^ (o ^ 

members of the Markush group «™ 'dependent classes of enzymatic 
common structure or function^ becau se they ^pofclaimsn 82, 156, and 165are 

activities. Similarly, the member^ of ^ e "Xical properties and can surv'rve under 
independent class of organisms hay ng^ different pnysi v £ 

dKtaLt sever ™* a PP lied aS *"* 

While in the past the test tor Mai kusu w r^mMaAaistlSsm&MS. 

» possible, mmmMM^^^^^^A 

noiSSDjrjcjdai^^ is applied oiily 

^T^ty^i^ W Z ; »e Grouping is determined by 

"P^ 5 ^* 5 ™^^ on tnere being 

a consideration of the compound as v and ^ doe = ™* h P esslon . when 

a community of properties in *e rnembera i of the ^ rKU P Markush gr0U p, 
materials recited in a claim are so related at i to ^sMuto a p ^ For sample, if 
,hey may be recited of A B. C and V is a 

17 rcor D P - shall also be considered proper. 

Thus , fflsa — * * 
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. A - t * 0 -camp invention" type finds its support 
A rejection based on ^Pf^^^S^Se* or discover any new 
in the language of 35 U AC. W whiclv **• «* added). Thus, the term 

and useful process ... may obtain 1 P ate "'* e ^ ntl0 „ drawn to identical subject matter, 
-same invention," in this conterf, means an invent™ draw p ^ ^ 1 M 

MS & - <- 164 USPQ 619 (CCPA 1970) ' 

A statutory type (35 U.S.C. 
upon 35 U.S.C. 101. 

. Cairns S3. 109, ,10. 1* V^^^-^^^ 

rejected under 35 U.S.C. 101 -™*^E3S, No. 09/375,605. This is a 

^£lMtfSS dieting — *~ "* " ^ 
patented. 

Applicant requestes to hold the ^^^^^X^ 
136-138 141 and 142 in ^eyance unM all pother reedons ^ ^ 11Q Qn 

ssssx 3^es&t~ — — fram that of c,aim 

41 of the 605 application. 

* *• i ri Q/o/n9 have been fully considered but they are not 
Sf I^WmS 5 — some one Screening a library without 

The nonstatutory double paten^ng 

grounded in public policy (a ^,?^Z%£?2£**t a patent and to prevent 
orimpror*rtimewisee>dens,onofthe T^fc^OocKto-o. 11 F.M 1046, 29 

possible harassment by multiple ^UneeS; See m ^ (ped c „ 

USPQ2d 2010 (Fed. Cir. 199 3); *i , mU*v. ™9F^ 1982) . ,„ „ V oge/, 422 

;s^"r^rc^^ - 418 R2d 528 ' 163 

USPQ 644 (CCPA1969). 
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.- * „ n «r natont k shown to be commonly owned with 

37 CFR 3.73(b). 

Cairns 1-30. 32. 41*1, 53, 55, 57 58, 63*7, 8* ^^^^2 

being unpatentable over 1j« <^*5^ Ae! U. S. Paten, 5.605.793) for 
rirsfetCh «*>". paper number 9. 

Cairns 1-12 o, the 250 paten, are 
activity comprising screening • ^ isolating 
isolated from heterologous population ^'STubS said DNA in the clone to 
a clone which is positive foe de f fj. en^Le encoded by the mutated 

™ h L ^ ° ff ' Ce aC,i ° n ' ^ 

number 9. 

Cairns 1-30, 32, 41-51, 53, 55, 57 54 ^JJ^^^S 

are rejected under the judicially ^"?£%£fi£?£m (672') in view o, the 
being unpatentable over claims 1-15 of OS Paten t Na . ^ 5, 316 ,935) 

prior art as «-^^*^.% ^3 ^1.605,793) for the reasons set 
and Stemmer ef a/, (see IDS, reterence «c. u 
forth in the prior Office action, paper number 9. 

Claims 1-30. 32, 41-51, 53, 55, 57, 58, 
133-135, 140, and 143-169 are ^^^^^dt, 41-70 of U.S. 
o, obviousness-type ^f*£*£*Z " he pnor art as exemplified by Arnold 
patent application No. 09/375 605 fZ^^SM 93 5) and Stemmer er a/, (see IDS, 
rifeleK .I r " KSi/H. reasons sit forth in the prior Office action, 



paper number 9. 



S^SSSS^ they are claiming the subject 
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disclaimer with the appropriate fees. 

The following is a quotation of the second paragraph of 35 U.S.C. 112. 

applicant regards as his invention. 
Claims 1-30, 32, 41-51, 53 fJJ^^J^y poWoji'a^di^ 

inven,ion ' The " " 

reasons for the rejections: hinmolecule" in claims 1 , 53, 55, 57, 58, 63, 109- 

(a) The phrases "bioactivity or biomoiecu e ... o 63 render 

(a) in P and116 "from a mixed poP^^^hfte prior Office 
the claim indefinite and confusing for the reasons set 

action, paper number 9. . lirant araues the phrases "bioactivity or 
In response to the above rejection A P^; J S ^ specfe to Indeed, 
biomolecul/and "mixed population <* ^J?^ of the phrase "bioactivity or 

5ie phrases are defined in the spec .f.ca ^ n :^S by itself indefinite phrase. The 
biomolecule" include the phrase an d,,^ w ^ 0 n of organisms", but it is directed 
rejection is not directed to the ph ^ ™ed £ opu at » ^ g mjxed popula 10n 

popu,ation of or9anisms "' the rej 

would be obviated. 



(b) 



(c) 



Claims 1, 53, 55, 57, 58, 63, 109, 

for omtting essen^tep^suc om ss n amou^to £P ^ 

^Wr^SSK - «^ P- °- a-, paper 

number 9. ^^^a ic Ascribed in the specification and 

In response, Applicant argues that he , mritad Applic P ant attention is 

the claims should be understood in the light of the s e w d ra ph. 

directed to the fact that the claim is <^^?^± I« in the art. The claims 
Thus, the claim should be clear and concise tc « £ for desired activity , (2 ) 

are directed to a -***I a 3«d adivity, (3) comparing the 
mutating the nucleic acid in the l The th(ee step method is inoperable 

^tS^SFfc -Sd^the art would not isolate the Cone 
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expressing the wild-type act* prior to mutate ^?££?JZ*> 
S&n step ,3). The ^S^S'S Thus, without the 
which requires a screening *P**"*wible and indefinite, 
additional steps, the method as claimed is mope 

(d) The phrases "oligonucleotide -^ im ^S — ^ 
"labeled with fluorescent molecule in c aim .v, o ig .. oligonudeo tide 

and having a detectable molecutem clams 11 andTJ. 9 

probe comprising detectable molecule <=^ s 58 c a |a]ms ' inoefinrte and 
SKSS ^se'Hor Z action, paper number 

,„ response to the above rejection, , AP^^Xn^St 

est sLce of Chemist " 3 

"e is defined as a single molecular entty. 

(e) The clause "wherein ^-^Sl! 

1 ' liked to the DNA binding "i" claim 25 renders the 

.issar ssssk sst — . 

language. The claim has not been amended. 

(f) Cairn 27 as amended re*s ^ M£ ^^^'tT 
comprising, prior to step (a) because pnor to M c|aim For 

.here is insufficient ^ d ^ m ^l 'fhe additional step is between 
examination purposes only, it assumeu 

(g) S^at'aLnded recites ^^J^^** 

in the claim. ascent substrate" in the context of claim 67 

(h) The phrase "' hrom ^ the resulting claim does 
render the claim indefinite and conws mg prot ection desired. 

S^irffS^ number , 
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CO 



the W rd m * « ^^^^S5 

S^TSEKM* - ,orth m the prior of,,ce 

Office action. Applicant ^'•'"fX"*. art, but here is no reference 

U> indefinite and confusing because ^JJ^fcn desired. 

forth the metes and ^s of the patent P ^ |n , igM 0 f tne 

in response, Applicant argues . that the pnase The word improved is a 
specification and refers to the »P«** 0 ^A ll £SrtL The phrase is indefinite 
term and must ^^JJS^W^. 1 *" 
because one of o the wild-type" and "identifying what . to be 

to what. Inserting the phrase, rewuv 

improved" would obviate this rejection l they are depe ndent on 

they depend. 

f ° rm *Z e^shal, be' entitled to * P*«d"in a printed publication in this or a 
(b, the invention «"»«^^ on d 2S^ couV, more than one year pnor 
foreign country or n public -.wear on s 
to the date of application for patent in tne uni 

. .• n „f is U S C § 103 which forms the basis for all 
The following is a quotation of 35 U.b.o. s 

ob*u^i^^^ K ^^^'^?Lei^ is not identically **«|^ 
A patent may not be obtained ftough me i«n diflerences between the sub|ect 
described as set forth in section 1 02 of th* We, «x ^ ^ as „ 

Subiect matter developed by another perso, which *^££2* S£ 

SSSK.^ 35 imen,ion were ' at the ,ime 
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assignment to the same person. 

TWS application currently ^^^^^^^ 
Cairns under 35 U S C. § ™%Z^£S£?2S* therein were made absent 
claims was commonly owned at the time an inve^ n undef 37 c F.R. § 1.56 

any evidence to the contrary. App cant »«™*»° i » ^only owned at 

ss=S- ssss; 

anticipated by Thompson etal. (U. S. P. 5,824,4eo, 

5 811 238) and Arnold etal. (U. S. Patent id,» / 
to one of ordinary skill in the art. 

, n response to the above ^^S^^P^^ 
only three ty'pes of libraries: (a) cornb.n , tonal n*ur pathw expressjon , ib ri 

pathway expression libranes, a " d J r ^ b ^ e S c material that has been pre-selected 

S3^«'^^^ Ur R c,aims obvious ' 

. n a Q /Q/n9 have been fully considered but they are not 
Applicant's arguments filed 9/9/02 ^^JJ ^ art and his own claims in a 
deemed to be persuasive. ^ Applicant^ appear to ead the pno ^ ^ ^ 
selective manner to suit his purposes. C ^™ 1 » ™ f „ environmental sample by 

s^gfcb^ Cone to mutageneses, and 

a done from the library and ^J^,^^ other independent claims 53, 55^ 
compare the wild-type activity to the mrtanracj^ or S | iqh t variant of claim 1 . As ind.cated 
57, 5 P 8, 63, 109-11, 116, and paragraph, the examiner has 

above in rejecting the claims unde -35 L .S £ §1 1 £ H step tQ fl „ in tne gaps 

made certain assumptions in order to he main teaching Thompson etal. 

™ the claimed method. Applicant attent on is d'^*™ environ mental samples. The 
wNch is to generate , . — 
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M ( ,B5), and thus, the -486 ^ Jj^-W ffl^tESi «j 

iKSdThat the 485 patent does not ^^"™JJ n8 . chimeric genes and proteins are 
485 oatent clearly teach a chimenc genes and p ro ems. js a mutatlon . 

madete by muLion of natural ^^^J^Zn that is different from those 
Snce the pending claims do not teach a ^^S, of the patent. Since Thompson e 
fauSt in the 485 patent, the claims read ^^^iSSert claims, one of ordinary skill 

remain rejected. 

No claim is allowed. 

THIS ACTION » MADE FINAL. Applicant is reminded o. the extension o, t,me 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statute* peri* i « * ^^^J°^ ™0 
MONTHS from the mailing date of the actionj the eve in ^ mailed — 

MONTHS of the mailing date of «^*^£^f2rf«l. then the 

£S sr^* s,x M0NTHS from 

the mailing date of this final acton. 

Any inqu iry concerning this — 
examinershould be directed to Tuesday , Thursday, and Friday 
305-6586. The examiner can normally be reacne 

from 9:00 a.m. to 5:30 p.m. _ 

„ attempts to reach ^T^StZ^Z^^^ 
supervisor. Ponnathapura 
numbers for this Group are (703) 305 3014 ana i 




NashaatT. Nashed, Ph. D. 
Primary Examiner 



